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DETAILED ACTION 



Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-39, drawn to Cox-2 specific assay, classified in class 435, 
subclass 25. 

II. Claims 40-49, drawn to in vivo assay, classified in class 424, subclass 9.1 . 

III. Claims 50-60, drawn to testing treatment effectiveness, classified in class 
424, subclass 9.2. 

IV. Claims 61-66, and 79 drawn to metabolite compounds, classified in class 
554, subclass 117. 

V. Claims 67-71 , drawn to a process of making labeled metabolites, 
classified in class 435, subclass 63. 

VI. Claims 72-73, drawn to an alternate process of making labeled 
metabolites, classified in class 435, subclass 63. 

VII. Claims 74-77, drawn to an alternate process of making labeled 
metabolites, classified in class 435, subclass 63. 

VIII. Claim 78, 80, and 81 , drawn to article of manufacture containing antibody 
and instructions, and antibody classified in class 424, subclass 130.1. 

IX. Claim 82 and 84, drawn to a process preparing antigen, classified in class 
435, subclass 41. 

X. Claim 83, drawn to process for preparing for antibody, classified in class 
435, subclass 325. 

XI. Claim 85, drawn to a composition comprising a prostaglandin D 2 -glycerol 
ester, classified in class 525, subclass 10. 

XII. Claim 86, drawn to a composition comprising 6-keto-prostaglandin, 
classified in class 522, subclass 8. 



The inventions are distinct, each from the other because of the following reasons: 
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Inventions IV, VIII, XI, XII (products) and I, II, III (processes) are related as 
product and process of use. The inventions can be shown to be distinct if either or both 
of the following can be shown: (1 ) the process for using the product as claimed can be 
practiced with another materially different product or (2) the product as claimed can be 
used in a materially different process of using that product (MPEP § 806.05(h)). In the 
instant case the product groups IV, VIII, XI, XII are materially different alternative uses 

of process groups I, II, III. 

Inventions IV (product) and V, VI, VII are related as process of making and 
product made. The inventions are distinct if either or both of the following can be 
shown: (1) that the process as claimed can be used to make other and materially 
different product or (2) that the product as claimed can be made by another and 
materially different process (MPEP § 806.05(f)). In the instant case the process groups 
V, VI, VII are materially different alternate methods of making product group IV. 

' Inventions IX and X are unrelated. Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01 ). In 
the instant case the different inventions, group IX requires chemical synthesis and 
group X requires biological processes. 

Group 1 contains claims generic to a plurality of disclosed patentably distinct 
species (listed in claims 3 and 38) comprising prostaglandin H 2 -glycerol ester, 
prostaglandin E 2 -glycerol ester, 1 5-keto-prostaglandin E 2 -glycerol ester, 13,14-dihydro- 
15-keto-prostaglandin E 2 -glycerol ester, prostaglandin D 2 -glycerol ester, prostaglandin 
F 2alpha -glycerol ester, thromboxane A 2 -glycerol ester, prostacyclin-glycerol ester, 6-keto- 
prostaglandin F 1alpha -glycerol ester, prostaglandin A 2 -glycerol ester, and prostaglandin 
B 2 -glycerol ester. The metabolites are patentably distinct because they are different in 
chemical structure. If group 1 is elected, applicant is required under 35 U.S.C. 121 to 
elect a single disclosed species (listed in claims 3 and 38), even though this 

requirement is traversed. 

Group IV contains claims generic to a plurality of disclosed patentably distinct 
species (listed in claim 63). The metabolites are patentably distinct because they are 
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different in chemical structure. If group 1 V is elected, applicant is required under 35 
U.S.C. 121 to elect a single disclosed species (listed in claim 63), even though this 
requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Several inventions are independent and distinct for the reasons given above. 
They have acquired a separate status in the art as shown by their different classification 
and require independent searches. The search required for each of the above 
inventions is not coextensive with regard to the literature and the sequence searches. 
Further, a reference which would anticipate the invention of any one group would not 
necessarily anticipate or make obvious the any of the other groups. For these reasons, 
restriction for examination purposes is proper. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Misook Yu whose telephone number is 703-308-2454. 
The examiner can normally be reached on 8 A.M. to 4:30 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anthony C Caputa can be reached on 703-308-3995. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
305-3014 for regular communications and 703-872-9307 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0196. 
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Misook Yu 
February 21, 2002 
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